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DETAILED ACTION 
Election/Restrictions 

1. Applicant's election without traverse of Group I, claims 1-17 filed 12/03/03 is 
acknowledged. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 1,3,7 md 8 are rejected under 35 U.S.C. 102(b) as being anticipated by Mizuno, 
US 5,492,589. 

The patent issued to Mizuno teaches a decorative laminated sheet comprising in the 
following order, a protective layer, a hard coat layer, a polyethylene terephthalate (PET) layer, an 
acryhc based adhesive layer, and a thermoplastic polyvinyl chloride (PVC) layer (Abstract, 
Figure 1, and Column 3, 15-18). With regard to claim 3, Mizuno teaches a PET fihn having a 
thickness range from 25 to 100 microns (Column 4, 35-37). With regard to claims 7 and 8, 
Mizuno teaches laminating the decorative sheet to a woody base material such as middle density 
fiber board (MDF) (Column 5, 31-47). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or descnbed as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Mizuno, US 
5,492,589 as applied to claim 1 above, and further in view of Brew, US 4,888,233. 

Mizuno fails to teach coating the PET film with a primer, however, the patent issued to 
Brew teaches fire resistant composite material comprising a polymeric substrate coated with a 
primer material before the application of a second coating material (Column 3, 3-18). Suitable 
primers include copolymers of ethylene with a vinyl monomer, such as ethylene with vinyl 
acetate (Column 2, 57-65). Brew teaches thin coating the surface of the polymeric substrate with 
the primer in an amount ranging from 1 g/m^ to 5 g/m^ (Column 3, 3-6). Suitable polymeric 
substrate materials include PET (Column 4, 10-19). With regard to the limitation of coating both 
surfaces of the PET film layer with the primer, Brew teaches in primer coating a thermoplastic 
polymeric fihn of polyethyer ketone on both sides (Column 5, 25-41). Though, Brew primer 
coats both sides of a non-PET film, such a disclosure is sufficient to evidence coating both sides 
of a thermoplastic substrate (Column 5, 25-41). Brew does not specifically teach the purpose of 
primer coating the thermoplastic polymeric substrate, however, it is known in the art primer 
coatings facilitate the subsequent adhesion of additional material layers to the surface. Therefore, 
motivated by the desire to improve the adhesion of additional material layers to the surface of the 
PET substrate it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to coat the PET film of Mizuno with the primer coatings taught by Brew. 
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6. Claims 4-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Mizuno, US 
5,492,589 as applied to claim 1 above, and further in view of NIPPON DECORAX. JP 04- 
101864 A. 

Mizuno fails to teach polyvinyl sheet comprising fillers and fibers, however the published 
Japanese patent abstract teaches laminated decorative board comprising a polyvinyl chloride 
resin layer comprising non-woven glass fiber cloth and fillers such as calcium carbonate, clay or 
woUastonite (Abstract). The laminated board provides high heat and abrasion resistance as well 
as good flexibility, cushioning, and sound-proof activity (Abstract). Therefore, motivated by the 
high heat and abrasion resistance as well as good flexibility, cushioning, and sound-proof 
activity properties, it would have been obvious one having ordinary skill in the art at the time the 
invention was made to employ the polyvinyl chloride resin layer taught in the pubhshed Japanese 
patent abstract of NIPPON DECORAX in the invention of Mizuno. 

With regard to the limitation of the amount of filler, though no specific amount of filler is 
taught it would have been obvious to one having ordinary skill in the art to optimize the amount 
of filler used as fimction of said resistance and activity properties. It has been held that where the 
general conditions of a claim are disclosed in the prior art, discovering the optimum or workable 
ranges involves only routine skill in the art. In re Aller, 105 USPQ 233. 

With regard to the limitations pertaining to the manufacture of the polyvinyl chloride 
resin layer set forth in claim 5, the presence of process limitations on product claims, in which 
the produce does not otherwise patentably distinguish over prior art, cannot impart patentability 
to the product. In re Stephens, 145 USPQ 656. Specifically, it is the position of the Examiner 
that the prior art polj^inyl chloride resin layer appears to be the same or similar to that of the 
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claimed polyvinyl chloride resin layer, although produced by a different process. Accordingly, 
the burden shifts to Applicant to come forward with evidence establishing an unobvious 
difference between the claimed product and the prior art product. In re Marosi, 218 USPQ 289 
As such, the process limitations defining the polyvinyl chloride layer will not be given patentable 
weight at this time. 

7. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Mizuno, US 
5,492,589 as applied to claim 8 above, and further in view MITSUBISHI KASEI VINYL, JP 09- 
151596. 

Mizuno fails to teach a cork balance layer, however, the pubUshed Japanese abstract 
teaches a flooring material having good durability comprising a cork layer (Abstract). The 
reference also discloses that cork matter has good durability, workabiUty and cushioning ability. 
Therefore, motivated by the desire to provide a laminate suitable for use a flooring tile it would 
have been obvious to one having ordinary skill in the art at the time the invention was made to 
laminate the decorative laminate of Mizuno to the cork layer taught by the published Japanese 
abstract of MITSUBISHI KASEI VINYL. 

With regard to the limitations pertaining to the manufacture of cork balance layer as set 
forth in claim 9, the presence of process Umitations on product claims, in which the produce does 
not otherwise patentably distinguish over prior art, cannot impart patentability to the product. In 
re Stephens, 145 USPQ 656. It is the position of the Examiner that the prior art cork balance 
layer appears to be the same or similar to that of the instant cork art cork layer, although 
produced by a different process. Accordingly, the burden shifts to AppUcant to come forward 
with evidence establishing an unobvious difference between the claimed product and the prior art 
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product. In re Marosi, 218 USPQ 289 As such, the process hmitations defining the wooden 
balance layer will not be given patentable weight at this time. 

8. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Mizuno, US 
5,492,589 as applied to claim 8 above, and further in view MATSUSHITA, JP 10-339016. 

Mizuno fails to teach a wooden powder layer, however the published Japanese abstract 
teaches a decorative composite material having a reinforcing layer, which may comprise wooden 
powder, plastic or medium density fiber board. As such, it is the position of the Examiner that 
though, Mizuno fails to teach a wooden powder layer, such a layer is an obvious variant to 
medium density fiber board. Thus, motivated by the desire to provide a decorative laminate with 
sufficient strength and durability it would have been obvious to one having ordinary skill in the 
art to select a known variant to medium density fiber board in the decorative laminate of Mizuno, 
such as the wooden powder layer taught by MATSUSHITA. 

With regard to the limitations pertaining to the manufacture of the wooden powder 
balance layer set forth, the presence of process hmitations on product claims, in which the 
produce does not otherwise patentably distinguish over prior art, cannot impart patentability to 
the product. In re Stephens, 145 USPQ 656. It is the position of the Examiner that the prior art 
wooden powder balance layer appears to be the same or similar to that of the instant wooden 
powder balance layer, although produced by a different process. Accordingly, the burden shifts 
to AppUcant to come forward with evidence establishing an unobvious difference between the 
claimed product and the prior art product. In re Marosi, 218 USPQ 289 As such, the process 
limitations defining the wooden balance layer will not be given patentable weight at this time. 
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9. ^ Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Mizuno, US 
5,492,589 as applied to claim 8 above, and fiirther in view Goeden, US 4,746,560. 

Mizuno fails to teach a fiber layer comprising a woven or non-woven of polyester, 
polypropylene or glass, however, the patent issued to Goeden teaches decorative panel having a 
layer comprising a plurality of fiber glass mats impregnated with a polyester resin (Abstract). 
Goeden teaches that the resulting decorative composites exhibits high impact and wear resistance 
and is suitable for flooring or walls (Column 1,5-11 and Column 2, 30-35). Therefore, motivated 
by the desire to provide a decorative panel having high impact and wear resistance, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made to employ 
a the glass fiber base mats taught by Goeden in the decorative laminate of Mizuno. 

With regard to the recited thickness limitations, the combination of prior art fails to teach 
a thickness range, however, it would have been obvious to one having ordinary skill in the art to 
optimize thickness of the glass fiber mats as a fiinction of said resistance properties and intended 
final use. It has been held that where the general conditions of a claim are disclosed in the prior 
art, discovering the optimum or workable ranges involves only routine skill in the art. In re Aller^ 
105 USPQ 233. 

10. Claims 12,13,15,16 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mizuno, US 5,492,589. 

The patent issued to Mizuno teaches a decorative laminated sheet comprising in the 
following order, a protective layer, a hard coat layer, a polyethylene terephthalate (PET) layer, an 
acrylic based adhesive layer, and a thermoplastic polyvinyl chloride (PVC) layer (Abstract, 
Figure 1, Column 5, 512, and Column 3, 15-18). With regard to claim 3, Mizuno teaches a PET 
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film having a thickness range from 25 to 100 microns (Column 4, 35-37). With regard to claims 
7 and 8, Mizuno teaches laminating the decorative sheet to a middle density fiber board (MDF) 
(Column 5, 31-47). With regard to the material Umitations recited in claim 13, Mizuno teaches 
coating the PET film with a hard coat of polyurethane (Column 4, 63-66). With regard to the 
limitation of having a polyvinyl chloride resin intermediate and substrate layer, the Examiner 
interpret said limitations to mean that the two PVC layers are adjacent to one another. As such, 
the since the PVC material seems identical in both layers, the Examiner fails to see a difference 
in having a single PVC layer instead of two PVC layers. Thus, absent limitations setting forth 
the difference between (i.e., structural and/or chemical) the two PVC layers, it is the position of 
the Examiner that the single PVC layer meets the limitation of having an intermediate and a 
substrate layer. With regard to the PVC substrate thickness limitation, Mizuno teaches a range 
from 50 to 500 |Lim (Column 3, 58-60). 

With regard to the limitations pertaining to the manufacture of the polyvinyl chloride 
resin layer set forth in claim 15, the presence of process limitations on product claims, in which 
the produce does not otherwise patentably distinguish over prior art, cannot impart patentability 
to the product. In re Stephens, 145 USPQ 656. Specifically, it is the position of the Examiner 
that the prior art polyvinyl chloride resin layer appears to be the same or similar to that of the 
claimed polyvinyl chloride resin layer, although produced by a different process. Accordingly, 
the burden shifts to Apphcant to come forward with evidence establishing an unobvious 
difference between the claimed product and the prior art product. In re Marosi, 218 USPQ 289 
As such, the process limitations defining the polyvinyl chloride layer will not be given patentable 
weight at this time. 
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With regard to the adhesive layer and light back layer limitations recited in claim 12, 
Mizuno teaches laminating the decorative sheet to a middle density fiber board (MDF) (Column 
5, 3 1-47). As such, it is the position of the Examiner that it would have been obvious to provide 
an adhesive between the decorative composite and MDF to facilitate lamination. 

With regard to the limitations pertaining to the manufacture of adhesive layer set forth in 
claim 17, the presence of process limitations on product claims, in which the produce does not 
otherwise patentably distinguish over prior art, cannot impart patentability to the product. In re 
Stephens, 145 USPQ 656. Specifically, it is the position of the Examiner that the prior art 
adhesive layer appears to be the same or similar to that of the claimed adhesive layer, although 
produced by a different process. Accordingly, the burden shifts to Applicant to come forward 
with evidence estabUshing an unobvious difference between the claimed product and the prior art 
product. In re Marosi, 218 USPQ 289 As such, the process limitations defining the adhesive 
layer will not be given patentable weight at this time. 

With regard to the recited total thickness limitations set forth in claim 16, Mizuno fails to 
teach the total thickness range, however, it would have been obvious to one having ordinary skill 
in the art to optimize total thickness of the decorative panel as a function of said resistance 
properties and intended final use. It has been held that where the general conditions of a claim 
are disclosed in the prior art, discovering the optimum or workable ranges involves only routine 
skill in the art. In re Alter, 105 USPQ 233. 

11. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Mizuno, US 
5,492,589 in view of Takahashi et al., US 5,928,778. 
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Miziino fails to teach having a hard coat layer further comprising acryl or urethane based 
beads, however the patent issued to Takahashi et al, teaches a decorative laminate comprising an 
abrasion resistant coating having spherical particles (Abstract). Takahashi et al, teaches that the 
spherical particles imparts excellent abrasion resistance (Abstract). Suitable spherical particle 
forming materials include beads of acryUc resin (Column 4, 31-36). The average particle size 
ranges from 3 to 50 micrometers (Column 3, 40-45). Therefore, motivated to provide a 
decorative laminate having an abrasion resistant surface, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to provide the hard coat 
polyurethane layer taught by Mizuno with the acrylic resin beads taught by Takahashi et al. 

Conclusion 

12. Any inquiry conceming this communication or earHer communications from the 
examiner should be directed to Lynda M Salvatore whose telephone number is 571-272-1482. 
The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on 571-272-1482. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published appUcations 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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